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This Office Action is a directed to a Restriction Requirement. The Claims encompass 
sequences drawn to two different reticular proteins RCNy and RCNS. These proteins are related 
because they are considered to be endoplasmic reticulum luminal protein and isoforms of each 
other (see page 3 of the specification, for example). However, the structure and function of the 
proteins are wholly different and therefore the nucleic acid, proteins and methods of use 
centering on RCNy and RCNS are patentably distinct. Therefore, the restriction requirement is 
being presented in a two-fold fashion. A first restriction is for claims and sequences related to 
RCNy. A second restriction is for claims and sequences related to RCN5. 

Applicants should elect a single invention only, whether the invention be from any one of 
the two sets of restrictions set forth below. 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

RCNy 

I. Claims 1 , 2, 1 6, 1 7, and 45, drawn to RCNy having SEQ ID NO: 1 , classified in class 
530, subclass 350. 

II. Claims 3, 4, 5, 6, 7, 9, 11, and 12, drawn to polynucleotide encoding RCNy having 
SEQ ID NO: 1 , classified in class 536, subclass 23.1 . 

III. Claim 8, drawn to transgenic organism comprising polynucleotide encoding 
RCNy having SEQ ID NO: 1, classified in class 800, subclass 8. 

IV. Claims 10, 30, 31, 33, 36, 37, 39-42, drawn to antibody against RCNy having SEQ ID 
NO: 1 , classified in class 530, subclass 387.1 . 

V. Claims 13 and 14, drawn to a method for detecting polynucleotide encoding 
RCNy having SEQ ID NO: 1 via Southern blot, classified in class 435, subclass 6. 

VI. Claim 15, drawn to a method for detecting polynucleotide encoding 
RCNy having SEQ ID NO: 1 via PCR, classified in class 435, subclass 6. 
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VII. Claim 18, drawn to a method of treatment by administering RCNy having SEQ ID 
NO: 1, classified in class 514, subclass 2. 

VIII. Claim 19, drawn to a method for screening for an agonist using RCNy having SEQ 
ID NO: 1 , classified in class 435, subclass 7.1 . 

IX. Claim 20, drawn to agonist of RCNy having SEQ ID NO: 1, classified in class 530, 
subclass 350. 

X. Claim 21 , drawn to a method of treatment by administering the agonist of 
RCNy having SEQ ID NO: 1, classified in class 514, subclass 2. 

XI. Claim 22, drawn to a method for screening for an antagonist using RCNy having 
SEQ ID NO: 1 , classified in class 435, subclass 7.1. 

XII. Claim 23, drawn to antagonist of RCNy having SEQ ID NO: 1, classified in class 530, 
subclass 350. 

XIII. Claim 24, drawn to a method of treatment by administering the antagonist of 
RCNy having SEQ ID NO: 1, classified in class 514, subclass 2. 

XIV. Claim 25, drawn to a method for screening for compounds that bind 
RCNy having SEQ ID NO: 1, classified in class 435, subclass 7.1. 

XV. Claim 26, drawn to a method for screening for compounds that modulate the 
activity of RCNy having SEQ ID NO: 1, classified in class 435, subclass 7.1 . 

XVI. Claim 27, drawn to a method for screening for compounds that alters the 
expression of nucleic acid encoding RCNy having SEQ ID NO: 1 , classified in class 
435, subclass 6. 

XVII. Claim 28, drawn to a method for assessing the toxicity of a compound via nucleic 
acid encoding RCNy having SEQ ID NO: 1 , classified in class 435, subclass 6. 

XVIII. Claim 29, drawn to a diagnostic test via antibody against RCNy having SEQ ID 
NO: 1 , classified in class 435, subclass 7.1. 



% 



Application/Control Number: 09/847,809 



Page 4 



Art Unit: 1653 

XIX. Claim 32 and 34, drawn to a method of diagnosing via administration of the 
antibody against RCNy having SEQ ID NO: 1 , classified in class 424, subclass 
130.1. 

XX. Claim 35 and 38, drawn to methods of making antibodies against RCNy having 
SEQ ID NO: 1 , classified in class 424, subclass 130.1. 

XXI. Claim 43, drawn to a method of detecting RCNy via the antibody against 
RCNy having SEQ ID NO: 1 , classified in class 435, subclass 7.1. 

XXII. Claim 44, drawn to a method of purifying RCNy via the antibody against 
RCNy having SEQ ID NO: 1 , classified in class 435, subclass 7.1. 

The inventions drawn to RCNy are distinct, each from the other because of the following 
reasons: 

The nucleic acids of Invention II are related to the protein of Invention I by virtue of 
encoding same. The DNA molecule has utility for the recombinant production of the protein in a 
host cell, as recited in the Claims of Invention I. Although the DNA molecule and protein are 
related since the DNA encodes the specifically claimed protein, they are distinct inventions 
because the protein product can be made by another and materially different process, such as 
by synthetic peptide synthesis or purification from the natural source. Further, the DNA may be 
used for processes other than the production of the protein, such as nucleic acid hybridization 
assay. 

The proteins of Invention I are related to the antibodies of Invention IV by virtue of being 
the cognate antigen, necessary for the production of antibodies. Although the protein and 
antibody are related due to the necessary stearic complementarity of the two, they are distinct 
Inventions because the protein can be used in another and materially different process from the 
use for the production of the antibody, such as in a pharmaceutical composition in its own right, 
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or to assay or purify the natural ligand of the protein (if the protein is itself a receptor), or in 
assays for the identification of agonists or antagonists of the receptor protein. 

The nucleic acid of Invention II and the antibody of Invention IV are related by virtue of 
the protein that is encoded by the nucleic acid and necessary for the production of the 
antibody. However the nucleic acid itself is not necessary for antibody production and both 
are wholly different compounds having different compositions and functions. Therefore, these 
Inventions are distinct. 

The nucleic acid of Invention II and the transgenic organism are related in that the 
nucleic acid is used to make the organism. However, the products, that is the nucleic acid and 
the organim is wholly different and are therefore patentably distinct. Further, the nucleic acid 
can be used in other methods of making products, such as in the recombinant production of 
protein. 

The protein of Invention I, and the antibody of Invention IV, the agonist of Invention IX, 
and the antagonist of Invention XII are not used in the making of the transgenic organism and 
are wholly different prducts from the organism. Therefore, Inventions I, IV, IX, and XII are 
patentably distinct from Invention III. 

The protein of Invention I and the agonist of Invention IX are related in that both products 
have similar activities. However, the structure of the products are different and therefore these 
Inventions are patentably distinct. 

The protein of Invention I and the antagonist of Invention XII have differing structure and 
opposing function. Therefore, these products are patentably distinct. 

The nucleic acid of Invention II, the antibody of Invention IV, and the agonist of 
Invention IX, and the antagonist of Invention XII differ in structure and function. Therefore, 
Inventions II, IV, IX, and XII are patentably distinct one from the other. 
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Inventions I and Inventions VII, VIII, XIV, ,XV, or XX are related as product and process of 
use. The inventions can be shown to be distinct if either or both of the following can be shown: 
(1 ) the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the product as claimed can be used 
in a materially different process such as in any one of Inventions VII, VIII, XIV, XV, or XX. 

Inventions II and Inventions V, VI, XVI, or XVII are related as product and process of use. 
The inventions can be shown to be distinct if either or both of the following can be shown: ( 1 ) 
the process for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of using that 
product (MPEP § 806.05(h)). In the instant case the product as claimed can be used in a 
. materially different process such as in any one of Inventions V, VI, XVI, or XVII. 

Inventions IX or XII and Inventions X or XIII, respectively, are related as product and 
process of use. The inventions can be shown to be distinct if either or both of the following can 
be shown: (1) the process for using the product as claimed can be practiced with another 
materially different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the product as claimed 
can be used in a materially different process such as in any one of Inventions X or XIII or in the 
method of Invention VIII, 

Inventions IV and Inventions XVIII, XIX, XXI, or XXII are related as product and process of 
use. The inventions can be shown to be distinct if either or both of the following can be shown: 
(1 ) the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the product as claimed can be used 
in a materially different process such as in any one of Inventions XVIII, XIX, XXI, or XXII. 
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Inventions XX and IV are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the process as 
claimed can be used to make other and materially different product or (2) that the product as 
claimed can be made by another and materially different process (MPEP § 806.05(f)). In the 
instant case the product can be made by either method set form in Invention XX, or the method 
can be used to make other antibodies. 

The product of Inventions I and IV are not used in the method of Inventions V, VI, X, XL 
XIII, XVI, and XVil. Therefore, Inventions I and IV are patentably distinct from Inventions V, VI, X, 
XI, XIII, XVI, and XVIL 

The product of Inventions I and II are not used in the methods of Inventions X, XIII, XVIII, 
XIX, XXI, or XII. Therefore, Inventions I and II are patentably distinct from Inventions X, XIII, XVIII, XIX, 
XXI, or XII. 

The product of Inventions II and IV are not used in the methods of Inventions VII, VIII, X, XI, 
XIII, XIV, XV or XX. Therefore, Inventions II and V are patentably distinct from Inventions VII, VIII, X, 
XI, XIII, XIV, XV or XX. 

The organism of Invention III is not used in any of the methods of Inventions V, VI, VII, VIII, 
X, XI, XIII-XXII. Therefore Invention III is patentably distinct from Inventions V, VI, VII, VIII, X, XI, XIII- 
XXII. 

The product of Inventions IX or XIII is not used in the methods of Invention V-VIII, XI, XIV- 
XXI. Therefore, Inventions IX and XIII are patentably distinct from Inventions V-VIII, XI, XIV-XXI. 

The methods of Inventions V-VIII, X, XI, XIII-XXII require different products and/or steps and 
have different endpoints. Therefore, Inventions V-VIII, X, XI, XIII-XXII are patentably distinct. 
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Because these inventions related to RCNy are distinct for the reasons given above and 
have acquired a separate status in the art as shown by their different classification, restriction for 
examination purposes as indicated is proper. 

RCN8 

I. Claims 1,2, 16, 17, and 45, drawn to RCN5 having SEQ ID NO: 3, classified in class 
530, subclass 350. 

II. Claims 3, 4, 5, 6, 7, 9, 1 1, and 12, drawn to polynucleotide encoding RCN5 having 
SEQ ID NO: 3, classified in class 536, subclass 23.1. 

III. Claim 8, drawn to transgenic organism comprising polynucleotide encoding 
RCN5 having SEQ ID NO: 3, classified in class 800, subclass 8. 

IV. Claims 10, 30, 31 , 33, 36, 37, 39-42, drawn to antibody against RCN5 having SEQ ID 
NO: 3, classified in class 530, subclass 387.1 . 

V. Claims 13 and 14, drawn to a method for detecting polynucleotide encoding 
RCN5 having SEQ ID NO: 3 via Southern blot, classified in class 435, subclass 6. 

VI. Claim 15, drawn to a method for detecting polynucleotide encoding 
RCN5 having SEQ ID NO: 3 via PCR, classified in class 435, subclass 6. 

VII. Claim 18, drawn to a method of treatment by administering RCN8 having SEQ ID 
NO: 3, classified in class 514, subclass 2. 

VIII. Claim 19, drawn to a method for screening for an agonist using RCN5 having SEQ 
ID NO: 3, classified in class 435, subclass 7.1. 

IX. Claim 20, drawn to agonist of RCN5 having SEQ ID NO: 3, classified in class 530, 
subclass 350. 

X. Claim 21 , drawn to a method of treatment by administering the agonist of 
RCN5 having SEQ ID NO: 3, classified in class 514, subclass 2. 
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XI. Claim 22, drawn to a method for screening for an antagonist using RCNS having 
SEQ ID NO: 3, classified in class 435, subclass 7.1 . 

XII. Claim 23, drawn to antagonist of RCN5 having SEQ ID NO: 3, classified in class 530, 
subclass 350. 

XIII. Claim 24, drawn to a method of treatment by administering the antagonist of 
RCN5 having SEQ ID NO: 3, classified in class 514, subclass 2. 

XIV. Claim 25, drawn to a method for screening for compounds that bind 
RCN5 having SEQ ID NO: 3, classified in class 435, subclass 7.1. 

XV. Claim 26, drawn to a method for screening for compounds that modulate the 
activity of RCN8 having SEQ ID NO: 3, classified in class 435, subclass 7.1. 

XVI. Claim 27, drawn to a method for screening for compounds that alters the 
expression of nucleic acid encoding RCN8 having SEQ ID NO: 3, classified in class 
435, subclass 6. 

XVII. Claim 28, drawn to a method for assessing the toxicity of a compound via nucleic 
acid encoding RCN8 having SEQ ID NO: 3, classified in class 435, subclass 6. 

XVIII. Claim 29, drawn to a diagnostic test via antibody against RCN5 having SEQ ID 
NO: 3, classified in class 435, subclass 7.1 . 

XIX. Claim 32 and 34, drawn to a method of diagnosing via administration of the 
antibody against RCN5 having SEQ ID NO: 3 , classified in class 424, subclass 
130.1. 

XX. Claim 35 and 38, drawn to methods of making antibodies against RCN8 having 
SEQ ID NO: 3, classified in class 424, subclass 130.1. 

XXI. Claim 43, drawn to a method of detecting RCN8 via the antibody against 
RCN8 having SEQ ID NO: 3, classified in class 435, subclass 7.1. 
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XXII. Claim 44, drawn to a method of purifying RCN5 via the antibody against 
RCN5 having SEQ ID NO: 3, classified in class 435, subclass 7.1 . 

The inventions drawn to RCN8 are distinct each from the other because of the following 
reasons: 

The nucleic acids of Invention II are related to the protein of Invention I by virtue of 
encoding same. The DNA molecule has utility for the recombinant production of the protein in a 
host cell as recited in the Claims of Invention I. Although the DNA molecule and protein are 
related since the DNA encodes the specifically claimed protein, they are distinct inventions 
because the protein product can be made by another and materially different process, such as 
by synthetic peptide synthesis or purification from the natural source. Further, the DNA may be 
used for processes other than the production of the protein, such as nucleic acid hybridization 
assay. 

The proteins of Invention I are related to the antibodies of Invention IV by virtue of being 
the cognate antigen, necessary for the production of antibodies. Although the protein and 
antibody are related due to the necessary stearic complementarity of the two, they are distinct 
Inventions because the protein can be used in another and materially different process from the 
use for the production of the antibody, such as in a pharmaceutical composition in its own right, 
or to assay or purify the natural ligand of the protein (if the protein is itself a receptor), or in 
assays for the identification of agonists or antagonists of the receptor protein. 

The nucleic acid of Invention II and the antibody of Invention IV are related by virtue of 
the protein that is encoded by the nucleic acid and necessary for the production of the 
antibody. However, the nucleic acid itself is not necessary for antibody production and both 
are wholly different compounds having different compositions and functions. Therefore, these 
Inventions are distinct. 
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The nucleic acid of Invention II and the transgenic organism are related in that the 
nucleic acid is used to make the organism. However, the products, that is the nucleic acid and 
the organim is wholly different and are therefore patentably distinct. Further, the nucleic acid 
can be used in other methods of making products, such as in the recombinant production of 
protein. 

The protein of Invention I, and the antibody of Invention IV, the agonist of Invention IX, 
and the antagonist of Invention XII are not used in the making of the transgenic organism and 
are wholly different prducts from the organism. Therefore, Inventions I, IV, IX, and XII are 
patentably distinct from Invention III. 

The protein of Invention I and the agonist of Invention IX are related in that both products 
have similar activities. However, the structure of the products are different and therefore these 
Inventions are patentably distinct. 

The protein of Invention I and the antagonist of Invention XII have differing structure and 
opposing function. Therefore, these products are patentably distinct. 

The nucleic acid of Invention II, the antibody of Invention IV, and the agonist of 
Invention IX, and the antagonist of Invention XII differ in structure and function. Therefore, 
Inventions II, IV, IX, and XII are patentably distinct one from the other. 

Inventions I and Inventions VII, VIII, XIV, ,XV, or XX are related as product and process of 
use. The inventions can be shown to be distinct if either or both of the following can be shown: 
(1) the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the product as claimed can be used 
in a materially different process such as in any one of Inventions VII, VIII, XIV, XV, or XX. 

Inventions II and Inventions V, VI, XVI, or XVII are related as product and process of use. 
The inventions can be shown to be distinct if either or both of the following can be shown: (1 ) 
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the process for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of using that 
product (MPEP § 806.05(h)). In the instant case the product as claimed can be used in a 
materially different process such as in any one of Inventions V, VI, XVI, or XVIL 

Inventions IX or XII and Inventions X or XIII, respectively, are related as product and 
process of use. The inventions can be shown to be distinct if either or both of the following can 
be shown: (1 ) the process for using the product as claimed can be practiced with another 
materially different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the product as claimed 
can be used in a materially different process such as in any one of Inventions X or XIII or in the 
method of Invention VIII. 

Inventions IV and Inventions XVIII, XIX, XXI, or XXII are related as product and process of 
use> jhe inventions can be shown to be distinct if either or both of the following can be shown: 
(1 ) the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the product as claimed can be used 
in a materially different process such as in any one of Inventions XVIII, XIX, XXI, or XXII. 

Inventions XX and IV are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the process as 
claimed can be used to make other and materially different product or (2) that the product as 
claimed can be made by another and materially different process (MPEP § 806.05(f)). In the 
instant case the product can be made by either method set form in Invention XX, or the method 
can be used to make other antibodies. 
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The product of Inventions I and IV are not used in the method of Inventions V, VI, X, XI, 
XIII, XVI, and XVII. Therefore, Inventions I and IV are patentably distinct from Inventions V, VI, X, 
XI, XIII, XVI, and XVII. 

The product of Inventions I and II are not used in the methods of Inventions X, XIII, XVIII, 
XIX, XXI, or XII. Therefore, Inventions I and II are patentably distinct from Inventions X, XIII, XVIII, XIX, 
XXI, or XII. 

The product of Inventions II and IV are not used in the methods of Inventions VII, VIII, X, XI, 
XIII, XIV, XV or XX. Therefore, Inventions II and V are patentably distinct from Inventions VII, VIII, X, 
XI, XIII, XIV, XV or XX. 

The organism of Invention III is not used in any of the methods of Inventions V, VI, VII, VIII, 
X, XI, XIII-XXII. Therefore Invention III is patentably distinct from Inventions V, VI, VII, VIII, X, XI, XIII- 
XXII. 

The product of Inventions IX or XIII is not used in the methods of Invention V-VIII, XI, XIV- 
XXI. Therefore, Inventions IX and XIII are patentably distinct from Inventions V-VIII, XI, XIV-XXI. 

The methods of Inventions V-VIII, X, XI, XIII-XXII require different products and/or steps and 
have different endpoints. Therefore, Inventions V-VIII, X, XI, XIII-XXII are patentably distinct. 

Because these inventions related to RCN5 are distinct for the reasons given above and 
have acquired a separate status in the art as shown by their different classification, restriction for 
examination purposes as indicated is proper. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, 
the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
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application. Any amendment of inventorship must be accompanied by a petition under 37 
CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Karen Cochrane Carlson, Ph.D. whose telephone number is 703-308-0034. 
The examiner can normally be reached on 7:00 AM - 4:00 PM, off alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Christopher Low can be reached on 703-308-2329. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-308-4242 for regular 
communications and 703-308-4242 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1235. 



October 3, 2002 
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